
AO 440 Rev. 10/93 Summons in a Civil Action

United States District Court
NORTHERN

MINDEN PICTURES, INC., a California
Corporation

DISTRICT OF CALIFORNIA

SUMMONS IN A CIVIL AC ION

v.
e{....,

.f~ 'V

NATIONAL GEOGRAPHIC SOCIETY, a Distr~ of
Columbia Corp., NATIONAL GEOGRAPHIC
VENTURES, INC., a Delaware Corp., NATIONAL
GEOGRAPHIC INTERACTIVE, INC., a corp.

CASE NUMBER:

~~~~ 2126"
.....

TO: {Name and addreee of defendant)

NATIONAL GEOGRAPHIC SOCIETY, a District of Columbia Corporation, NATIONAL
GEOGRAPHIC VENTURES, INC., a Delaware Corporation, NATIONAL GEOGRAPHIC
INTERACTIVE, INC., a corporation, and DOES 1 - 10, inclusive

YOU ARE HEREBY SUMMONED and required to serve upon PLAINTIFF'S ATTORNEY (nam.and accress)

Samuel S: Shepherd, Esq.
Diane C. Hutnyan, Esq.
QUINN EMANUEL URQUHART OLIVER & HEDGES, LLP
2479 East Bayshore Road, Suite 820
Palo Alto, California 94303
Tel: (650) 494-3900
Fax: (650) 494-3928

an answer to the complaint which is herewith served upon you, within twenty (2a) da s after
service of this summons upon you. exclusive of the dayofservice. If you fail to do so, jUdgment by default will b taken
against you for the relief demanded in the complaint. You must also file your answerwith the Clerk of this Court ithin a

. reasonable period of time afterservice..

CLERK

RICHARD W. W1EKING

DATE

QEC 2~ ISQ

Z-0"d



AO 440 (Rev. 10/93) Summons in a Civil Action

RETURN OF SERVICE

Service of the Summons and Complaint was made by me 1
DATE

NAME OF SERVFR (PRIN7) TITLE .

Check onebox belowto indicate appropriate methodof service

e] Served personally upon the defendant. Place where served:

0 Left copies thereof at the defendant's dwelling house or usual place of abode with a person of suite Ie age and
discretion then residing therein.
Name of person with whom the summons and complaint were left:

0 Returned unexecuted:

0 Other (specify):

STATEMENT OF SERVICE FEES
.

TRAVEL I SERVICES ITOTAL

DECLARATION OF SERVER

I declare under penalty of perjury under the laws of the United Stated of America that the for going
information contained in the Return of Service and Statement of Service Fees is true and correcl.

Executed on
Date Signature ofServer

Address ofServer

,

1)AI to whomay..tv. a :;;ummons seeRule4 of the Federal Rules of CivilProcedure.
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DEMAND FOR JURY TRIA

COMPLAINT

SAN JOSE DIVISION

~1~6rl
CASE NO.· ""

UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA

Plaintiff,

Defendants.

v.

5 Attorneys for Plaintiff
Minden Pictures, Inc.

6

7

8

9

QUrnNEMANUELURQUHART
OLIVER & HEDGES,LLP

2 Samuel B. Shepherd (BarNo. 163564)
Diane C. Hutnyan (BarNo. 190081)

3 2479 East BayshoreRoad, Suite 820
Palo Alto, California 94303

4 (650) 494-3900

19

13

14

""""•.',r ~

1I
MINDEN PICTURES, INC., a California

12 corporation,
)

~
)
)
)
)

15 NATIONAL GEOGRAPHIC SOCIETY, a )
District of Columbia corporation, NATIONAL )

16 GEOGRAPHIC VENTURES, INC., a Delaware )
corporation, and NATIONALGEOGRAPHIC )

17 INTERACTIVE, INC., a corporation, and DOES )
1-10, inclusive, )

18 )
)
)

11

10

20

21

22 I.

THE PARTIES

Plaintiff MindenPictures, Inc. is a Californiacorporationwith its principa place

23 of business at 783 Rio Del Mar Blvd., Ste, 9-11, Aptos, California95003, in Santa Cruz ounty.

24 MindenPictures, Inc. ("Minden Pictures") is an agencywhich represents and manages th stock

25 photography business ofprofessional photographers. Minden Pictures has developed a

26 reputation as one of the most selective stockphoto agencies which representsmany of th world's

27 leadingnature photographers.

28

50305/16742.1 COMPLAINT, DEMAND FORJURYTRIAL
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2. Defendant National Geographic Society(hereinafter"NGS") is a District of

2 Columbia corporation with its principal place of business at 1] 45 17th Street, NW, Was ington,
: '

3 DC 20036. NGS is engaged in the business of publishing magazines, books, calendars, esters

4 and other publications. NGS also subsidizes research and exploration. The most well k own

5 publicationofNGS is its magazine, "National Geographic" (hereinafter, "NGM").

6 3. Upon information and belief, Defendant National Geographic Ventures

7 (hereinafter "NGV") is a Delaware corporation whose principal place ofbusiness is at I 45 17th

8 Street, NW, Washington, DC 20036. Upon information and belief, NGV is engaged in t ie

9 business of producing and selling maps, television programs, videos, and interactivepro u;cts

10 and programming, such as CD-Roms.

I I 4. Upon information andbelief, Defendant National Geographic Interactive,

12 (hereinafter, "NGI")is the electronic publishing division, and a Wholly owned subsidia of

13 NGS. Plaintiff is informed and believes that NGIproduces NGS' website and a collecti of

14 "edu-tational" CD-Roms which are marketed and sold internationally.

15

JURISmCTION AND VENUE

This court has subject matterjurisdiction over this action pursuant to 285.

16

17

18 § 1338 (a) as this case arises under the United States CopyrightAct, 17U.S.c. § § 101, WI.
19

20

21

6. Venue is proper in this district pursuantto 28 U.S,C. § 1400 (a)

GENERAL ALLEGATIONS

22 7. MindenPicturesis a well-known stock photographyagencyspecializing i high-

23 qualitynature photography. Minden Pictures represents several photographers in the pro uction,

24 marketing and sale of high-quality nature images.

25 8. Since 1987,MindenPictures has been doing business, and has entered int several

26 agreements, with NGS. During that time, NGS has also entered into several agreements ith

27 MindenPictures' photographers involving the commission ofphotographic works for pa icular

28 assignments to be publishedin NOM and/or otherNGS products. Other agreements invo ve the

50305/16742,1 COMPLAINT, DEMAND FOR JURY TRIAL -2-
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i

license ofstock photographsfrom Minden Pictures for publication in NGM andlor otte ~GS
, i

2 products and publications. i

3 9. Although each of the agreements between the parties place clear restricti nt upon

4 NOS' future use, reproduction, distribution, and assignment or transfer of the photograp '9 works
, I

5 - in many cases banning any such uses in the future altogether - Plaintiff is informed an i
1

6 believes that NOS has on several occasions re-used, reproduced, distributed or assigned t~e
,

7 photographs anyway, without obtaining Minden Pictures' or the individual photographer' i
i

8 permission or abiding by other of its contractual obligations, such as paying for the use. Iat
. ,

9 least three cases, Plaintiff is informed andbelieves that these infringing uses have involv ~ the. I

10 unauthorized reproduction of Minden Pictures'photographs onto commercially distribut d FD-
11 Rom products: "108 Years ofNational Geographic," "109 Years ofNational Geographi ,"\and

12 "110 Years ofNational Geographic."

Plaintiff is informed and believed that in many instances, NGS has used,10.13

~
I
•I:

I,

14 distributed or assigned the use ofMinden Pictures'photographs which were never licens d ito it

15 in the first place.

16 11. These unauthorizeduses ofphotographsby NGS and the other Defendant

17 deprive Minden Pictures of substantial revenue.

18

19

20

21

22 12.

COUNTl

BREACH OF WRITTEN CONTRACT

(Against NGS)

Plaintiff realleges each and every allegation set forth in Paragraphs 1 thro glf. 11,

23 inclusive, and incorporates them herein by this reference.

24 13. Over the past twenty years,NOS has commissioned photographic works

25 Minden Pictures' photographers for particular uses inNOM and/or other NGS publicatio

26 ("assignment contracts"). Although there is some variation in the exact terms of the assi

27 contracts, they all contain restrictions on NOS' future use, reproduction and distribution,

28

om

50305/16742.1 COMPLAINT, DEMANDFORJURY TRlAL -3-
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20 legally excused from performing because of the acts or omissions ofNGS.

27 by allowing NGV and NGI to reproduce and distribute certain of the Subject Works.

28

-4-
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Plaintiff is informed and believes that NGS has repeatedly breached, and

.-:" T,<;.. T ,-.•.,-.q T '7;:-eo

16.

19.

COMPLAINT. DEMAND FORJURYTRIAL

3

6

12

I photographic works. Each ofthe operative agreements contain a term, providi.ng for add tifnal

2 fee payment for certain uses. I

14. Over the last several years, NGS and Minden Pictures have entered into 1eral

4 agreements by which NGS has licensed the use of stock photographs from Minden Pict er and

15 Minden Pictures' photographers ("stock licenses"). 1

15. Although there is some variation in the exact terms of these agreements, dYall

7 contain restrictions on NGS' future use, reproduction and distribution, of the photograp. c ~orks.
8 One representative term is "No secondary rights whatsoever are granted or implied, unle s I

9 licensed by Minden Pictures. . .. All other uses will be separately negotiated with Min e1

10 Pictures." Each of the stock licenses include a liquidated d~ages provision specifying ~t the
!

11 recipient will pay, for each unauthorized use, two or three times the normal fee for use. i

Plaintiff is informed and believes that the unauthorized use provisions an t~e
i13 payment for unauthorized uses were both agreed to by NGS and were reasonable under t e:

I14 circumstances as they existed at the time of the contract. i

15 17. Several of the stock licenses required NGS to "provide copyright protecti nlon all

i16 use and assign same to [Minden Pictures photographers] immediately upon request, with utt

i17 charge." I
18 18. Plaintiffhas performed all conditions, covenants and promises required 0 is part

19 to be performed in accordance with the stock licenses, except those which it was prevent dlor

I

21

I
22 continues to breach the written assignment contracts and stock licenses by using Minden iptures'

i
23 photographic works in interactive products (including but not limited to CD-Rom collect ons),

,
24 promotional materials, and editorial publications, without authorization from Minden Pic utes or

i
25 Minden Pictures' photographers. In addition, Plaintiff is informed and believes that NGS hts
26 repeatedly breached and continues to breach the written assignment contracts and stock Ii enses

,

, ,..." .. . . 1
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2 NGS has failed, and refuses, to pay to Plaintiff, the liquidated damages required under th

3 express terms of the contracts between the parties or otherwise to comply with the contra t '.

5 by not obtaining copyright protection for images as required.

1

4

20.

21.

Although Plaintiffhas made demand that NGS comply with the contractu \ Iterms,

Plaintiff is informed and believes that NGS has further breached the stock Ii enses

!

for

COUNT 2

COPYRIGHT INFRINGEMENT

For each ofthe Subject Works, Plaintiff applied to the Register of Copyri25.

22.

8

9

7

6

10

I

Plaintiff has been damaged by such breaches of the contracts between the fies.

I

I
(Against All Defendants) I

23, Plaintiff realleges each and every allegation set forth in Paragraphs 1 thro gt 22,

12 inclusive, and incorporates them herein by this reference. I

24. The photographs at issue in this suit ("Subject Works") contain material h lIy

16 a Certificate of Registration. Such certificates were issue by the Register of Copyrights,

13

14 original with the Plaintiff that is copyrightable subject matter under the laws of the Unite tates,

15

I

17 pending, as to all Subject Works. I

18 26. Plaintiff is the contractual representative of Minden Pictures' photographe s ~ho

19 c~rrent1y are, and at all relevant times have been, the sole proprietors of all right, title an +erest

20 in and to the copyright in the Subject Works, with the exception of rights expressly grant dlto

21 NGS by contract. Plaintiff has produced and distributed the photographs at issue in strict

11

28 Specifically, Defendants have infringed and will continue to infringe Plaintiffs copyright

-5-COMPLAINT, DEMAND FORJURY TRJAL

22 conformity with the provisions of the Copyright Act of 1976 and all other laws goveminl

23 copyright. I

27. Use of the subject works by NGS, NOV and NGT (collectively, "Defendan s'[), by

25 any and all uses which are beyond the scope of the assignment contracts and stock licens i
. I

26 entered into by NGS and Minden Pictures' photographers and Minde~ Pictures generally,

27 constitute acts of copyright infringement by Defendants under 17 U.S,C, § 101 et~.

24

!Ii50305/16742.1
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!

!

I
1 relating to the Subject Works by producing, distributing, and placing upon. the market pr 1\lcts
2 which are direct copies, as well as allowing NGV and NGI to produce, distribute and pIa ej on the

3 market products which are direct copies, of Plaintiff's copyrighted Subject Works.

4 28. Plaintiff is entitled to an injunction restraining Defendants, their officers, nts

5 and employees, and all persons acting in concert with them, from engaging in any furthe s ch

6 acts in violation of the copyright laws.

7 29. Plaintiff is further entitled to recover from Defendants the damages, inclu i g

16 inclusive, and incorporates them herein by this reference.

18 years in creating the goodwill associated with, and public recognition of, its photographs.

!

I
frks

.
!

-6-
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COUNT 3

COMMON LAW MISAPPROPRIATION

(AgainstAll Defendants)

Plaintiffrealleges each and every allegation set forth in Paragraphs 1 thro g .29,

Plaintiff has made a substantial investment of time, effort and money over any

Byutilizing the Subject Works without authorization, payment and/or pro e

Defendants' conduct has caused great and irreparable damage to Minden P cures

31.

30.

32.

33.

COMPLAINT, DEMAND FORJURYTRJAL

IS

8 attorneys' fees, it has sustained and will sustain, and any profits and revenues obtained b

9 Defendants as a result ofDefendants' acts of infringement alleged above. Atpresent, the ount

10 ofsuch damages, gains, profits and advantages cannot be fully ascertained by Plaintiff.

11

12

13

14

17

19

22

20 credit, Defendants have appropriated Plaintiff's goodwill and reputation without any pa e t,

21 consideration, or consent and are unjustly reaping the benefit ofPlaintiffs copyrighted w r s.

23 and Defendants' continued misappropriation will cause Plaintiff further damage unless

24 Defendants are restrained and enjoined from any further unauthorized use of the Subject

2S 11//

26 fill

27 //1/

28 ////

50305/16742.1



age

(Against All Defendants)

Plaintiff realleges each and every allegation set forth in Paragraphs 1 thro

By reason ofthe foregoing, Defendants have been, and are, engaged in "u

Defendants' acts complained ofherein have damaged and will continue to

COUNT 4

STATUTORY AND COMMON LAW UNFAIR COMPETITION
, ~

34.

35.

36.

1

2

3

4

6

9

5 inclusive, and incorporates them herein by this reference.

10 Plaintiffirreparably. Plaintiff has no adequate remedy at law for these wrongs and injuri s.

11 damage to Plaintiff includes harm to its goodwill and reputation in the marketplace that

12 cannot compensate.

13

14 PRAYER FOR RELIEF

7 unfair or fraudulent business practices" in violation of §§ 17200 et seq. of the California

8 Business and Professions Code and acts of unfair competition in violation ofcommon la

15 WHEREFORE, Plaintiff, by and through its attorneys, respectfully pray that this

16 honorable court render a judgment in its favor against the Defendants herein, granting th

17 following relief:

18

-7-

A determination that the assignment contracts and stock licenses are vali d ld

AS TO COUNT 1

AS TO COUNT 2

A determination that NGS has breached the written contracts of the parties

An award ofdamages for Defendants' multiple breaches of the contract;

A determination that Defendants have improperly and unlawfully infringe

2.

3.

4.

COMPlAINT, DEMAND FORJURYTRIAL

19

20 1.

21 enforceable;

22

23

24

27 Plaintiff's copyrights in the Subject Works;

28

25

26

50305116742.1



1 5. The entryofa judgment in favor of PlaintiffagainstDefendants for actual

2 damages and for any profits attributable to the infringement of Plaintiff's copyrights and

3 proprietaryrights and interests;

4 6. An order requiring Defendants to account for all gains,profits, advantages and

5 revenuesderived from the infringements ofthe SUbject Works, and to be derived therefrom in

6 the future;

7 7. An order requiringthat all gains, profits, advantages and revenues derived from

8 the infringements of the Subject Worksbe deemed to be held in a constructive trust for the

9 benefit ofPlaintiff;

10 8. An order requiring Defendants to disgorge all gains, profits, advantages and

11 revenuesderived from the infringements of the Subject Works;

12

13

14 9.

ASIO COUNI3

A preliminary and permanent injunction restraining and enjoiningDefendants and

15 their agents, servants, and employees and all persons actingthereunder, in concert with, or on

16 their behalf, from wrongfully using the Subject Works in connectionwith the promotion,

17 advertisement, production, distribution or sale ofNGM or other NGS products.

18 10. An accounting of the profits gained by Defendants through their wrongful usesof

19 the SubjectWorks;

20 11. The imposition of a constructive trust in favor of Plaintiff on all profits obtained

22

21 from Defendants' misappropriation of the Subject Works;

12. An award ofpunitive damages in an amount sufficient to punish Defendants and

23 deter such conduct in the future.

24

25 AS TO COUNI4

26
13. A preliminaryand permanent injunction restraining and enjoining Defendants and

27 their agents, servants, employees, and all persons acting thereunder, in concert with, or on their

28 behalf, fromwrongful use of the SubjectWorks;

:0305/16742.1 COMPLAINT. DEMAND FORJURY TRIAL -8-



14. An accounting of the profits gained by Defendants through their wrongful uses of

2 the SubjectWorks;

3

4

5

6

15.

16.

An award of Defendants' unjustprofits and Plaintiffs lost profits.

AS TO ALL COUNTS

An orderrequiring the award of damages in favor ofPlaintiffto include costs,

7 interest and attorneys fees to the extentpermissible under applicable law;

8 17. Such other and further reliefas this courtdeems appropriate and lawful under the

9 circumstances.

10

II DATED: December 29, 1999

12

13.,
14

15

16

17

18

19

20

21

22

23

24
.

25

26

27

1~

QUINN EMANUEL URQUHART OLIVER
& HEDGES, LLP

By,~~/.i4b
-; ia;C.~f

Attorneys forPlaintiff
Minden Pictures, Inc.

0305/16742.1 COMPLA1NT, DEMANDFORJURY TRIAL -9-



2

3

4

5

6

7

DEMAND FOR JURY TRIAL

PlaintiffMinden Pictures, Inc. demands ajury trial pursuant to Rule 38(b) of the Federal

Rules of Civil Procedure.

50305/16742.1

8 DATED: December 29,1999

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

COMPLAINT, DEMAND PORJURYTRlAL

QUINN EMANUEL URQUHART OLIVER
& HEDGES, LLP

BY~~utt~~
Attorneys for Plaintiff
Minden Pictures. Inc.

-10-
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T.llIJ PLAINTIFFS
MINDEN PICTURES, INC., a California
Corporation

(b) COUNTY OF .ESIOENCE OFFIRST LISTED Pl.AINT1FF SANTA CRUZ
(EXCEPTIN U.S. PLAINTIFF CASES)

_ .. .• _,.__I' 11'1oft l,lo,;,YlOMn.vw vr IMt::, /"'UKM,)

DEFENDANTS
NATIONAL GEOGRAPHIC SOCIETY. a ~istriot
of Columbia Corp., NATIONAL GEOGRAPHIC
VENTURES, INC., a Delaware Corp.,
NAtIONAL GEOGRAPHtC INTERACTIVE, INC., a
corp.
COUNTY OFRESIDENCE OF FIRSTLISTEDDEFENDANT

(IN U.S. PLAINTIFF CASES ONLY)
NOTE: IN LANOCONDEMNATION CASES. USETHELOCATIONPF THE

TRACTOF LANDINVOLVED.

(c) ATTORN""S(F'.M NAME. ADDRESS. ANDTELEPHONE NUMBER) '" ATToRN""S (IF KNOWN)

Quinn Emanuel Urquhart 01 i v7r " R.~dges, tr,f v.. . '" '<I i".,?,,~.":." 1".' 2~"",' 0"" I}'
2479 East Bayshore Road, sui t e 82U ~i,;' Q;J ~ I
Palo Alto, California 94303
-(650) 494-3900

II. BASIS OF JURISDICTION (PLACEAN'J<'NONEBOXONLY)

Citizen ofTol, State

Citizen orSubJocl ofa
Foreign Country

o '1 U.S.Government
PlalnOff

o 2 us. Govemment
Defendant

[X] 3 ~ederal Question
(U.S.Government Nota Party)

o 4 Diversity
(Indicate CitizenshIp ofParties
In Item III)

III. CITIZENSHIP OF PRINCIPAL PARTIES IPLACEAN'~" ONEBOX FOR
(For diversity cases oniy) PLA'NTIFF AND ONEB'!xFOR PEFENOAJl\l

PTI' DEI' PTF DEI'
o 1 0 1 Incorporated orPrincipal Place 04 0 4

of BusIness InThIsStale
Citizen ofAnother Stete 0 i 0 2 Incorporated .nd Principal rteee 0 5 0 5

of BusIness In Anothar Stale
03 03 Foreign Netlon 05 D!

IV. ORIGIN
IXJ 1 Origln,1

Proceeding
o 2 Removed from

StateCourt

(PLACE AN "X'IN ONe BOX ON~Y)

o 3 Remanded from 0 4 RElln,teted or 0 5 Transferred from
Appellate Court Reopened Anotherdistrict

(sneclM

o 5 MUltidistrict
I..ltlgation

o 7Ap eel toDistrlct
Jud from Maglstrale
Jud h1ent

V. NATURE OF SUIT
CONTRACT

(PLACE AN 'X' IN ONE BOX ONLY)
TORTS IFORFEITU EIPENALTV BANKRUPTCY OTl-lE STATUTES

0110 lllSUl1Il"loe

0120 Marine
0130 tIlJUerAcl

0140 Negollabie Inslrument
0150 Recovery of Overpaymsnt

&. Enforcement ofJudgment

D1S1 MedicareAct
0152 Reeovef)iofDefllult&d

Studentloans {ExclVeterans)

0153 ReCOllery of Ov~ayrr.ant
ofVeleliin's B~nefltso iia Stockholdell SUits

0180 OlherCentrad

018, Contract ProductUabll1ty

RFA' PR"PERTY

0210 landCondcrmauon

0220 FOteelosure

0230 Renl!-ea:;e & fi:jedtnMl

0240 TOrts toLand

0245 Tort Produc:! Uabillty

0290 All Other RealProperty

CIVIL RIGHTS

0441 voung
0442 Employment

0443 How.lng

o 444 Welfare

o 440 Oll'll!( Civil Rights

VI. CAUSE OF ACTION (CITE THE US CWiL STATUTE UNDER WHICH YOU ARE FILING AND WRITE A BRIEF STATEMEN OF CAUSE.
0'0 NOTCITE JURISDICTIONALSTATUTES UNLESS DIVERSITY) ,

17 U.S.C. Section 501; Defendants engaged in acts of copyright infringement s to
plaintiff's photographs.

VII. REQUESTED IN 0 CHECK IF THIS IS A CI.ASS ACTION DEMAND$ Presently' CHECK YES only If demand~d In complalllt:
COMPLAINT' unascertainable, punitivl\

• UNDER F.R.C.P. 23 ,iamar;,es & ini1iric tive reJ:'f~¥DEMAND: 00 Y5 0 ND

YIII: RELATED CASE(S) PLEASE REFER TO CIVIL L.R. 3-12 CONCERNING REQUiREMENT TO FILE
IFANY "NOTICE 01'RELATED CASE".

IX. DIVISIONAL ASSIGNMENT (CIVIL LR. 3.2)
(PLACE AN ·X" IN ONE BOX ONLY)

DATE Deceml;>er 29, 1999
o SAN FRANCISCO/OAKLAND XJ SAN JOSE

SIGNATURE OF ATIORNEY OF RECORD 1 : A' 1_ • /
JA hi / IY.L ; ....- dAl/JI / -INIJC.,iS44

. M1EE HUTNYAN // '/ d
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MINDEN PICTURES
May 4, l??~

Jerry Greenberg
Fax 1-305-667-3572

DearJerry:

Thanks for the brief intro to yourposition withNGS.

Mine is that we represent Frans Lanting, Jim Brandenburg, Mark Monett, Flip Nicklin,
Mitsuaki Iwago, Fred Bavendam, Miehio Hoshino and others and between them we
probably have 1500 pictures in the CDRom. Hence, I'm interested in seeing how that
goes.

However, what is perhaps even of greater interest are any non-CD unauthorized uses you
may be pursuingor may have pursued in the past. Despite repeated warnings to NGS over
unauthorized uses theycontinue to do so. Just since the beginning of the year, we have
come across atl l infringements which include: 2 images in a NGS TV kid's video
brochure, 2 images in an NGS Book Division brochure, I image on a peel and stick label
which is part ofa book promo package, I image on a WorldMagazine bookmark and
more as well... ..We have hadsimilarsituations for years but in the past have always
"legitimized"such infringements by granting a license retroactively. I'm now ready to
consider litigation and have heard yourname mentioned on several occasions in the
contextofsuccessful litigation against NGS.

I look forward to speakingwith you more.

Larry Minden

e31
24 SEASCAPE VILLAGE APTOS CALIFORNIA 95003 USA TEL *. 685 . 1911 FAX". 685 . 1913
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'" Sll1urday, Jun. 26, lQQQ ~wd: a.og,aphlc GUilty ofCopyright

Inlrlngemen1

POQo:l

Subject: Fwd: Geographic Guilty of Copyright Infringement
Date: Mon, 21 Jun 1999 10:23:43 -0600

From: "H~cr~f <hme~Jre~eJtrt6}ftTo: SIO T @EEE A EL ,OM
Newsgroups: bit.listprQc,stockphoto

Forwarded with permission of Jim Pickerell. My thanks to Jim -. on behalf
of all sunscr i cers .• f or allowing me to forward t.h i s , which originally
aD~eared in his Selling Stock newsletter.

Howard

>The fo,l lowing is a s torj' I uos t",d las t week on my
>Jerry Greenberg want to be sure that j'OU saw it.
>97'3924-CIV-Lenard/Turnof£ if YOU would like more
>decision was filed on June 8th.
>

S~llin~ Stock site.
The CaS~ number is
information ~nd the

tbeWilliam C. Turnoff for
determine the amount
th~ Greenbergs.

has been r"ferred to Magistrate Judge
of holding a settlement conference to
Geo~raphic will be required to pay to

>Jim Pickerell
>
>GEOGRAPHJC GUJLTY' OF COPYRIGHT INFRINGEMEN'l'
;>

>Judge Jo~n A. L~nard has found that National Geo~raphic Soci~ty infring~d

>the copy.ight of underwat~r pUblishers Jerry and Idaz Greenberg wh~n they
>us~d the Greenberg's copyrighted imag~s as reference materials for two
>projects without permission or compensation. The cas" was heard in P"dera1
>Court in the Southern District of Florida in Miami,
>
>The case
>purpos~s

>National
>
>This is the first time National Ceographic has been found guilty of
>copydght iI1fringement of a photogri;lpher's work, The case may opeI1 the
>door for ieee: actioll by other photographers against the Society.
>
>In a review of the facts of the case it was shown that Walter cutler, the
»wortc-Lor-bi xe illustrator llired by the SO<7iety to produce iJl(lstrations for
>an educ"tional GeoPeck project, improverly used bookS produced by th~

>Greenber~s as referenCe for his illustrations,
>
>Oll his working drawings Cutl~r not~d the page references referring to the
>pllOtogrdplls he had copied so th" Society ~dit"rs could verify that the
>i1lustrlltions were acc-uz-at a , This clearly laid the respollsibility on the
>Soci~ty editors because they were fully aware of what had been done and
>were responsible to obtain proper permcssions and deal with compensation
;>issues.
;-

>
>Cutl~r's illustrations also met: th~ t.es t: of "substantial siml l eri cy"
>according to Judge Lenard. The Greenbergs h"d produced ov~rlaj~ from their
>books that olear1y shOwed the illustrations were almost exact mlltohes of
>the Greenberg's photos.
>
>In challenging the Greenbergs' motion for Summary Judgement On Liabi1i t.y ,
>lawyers for National Geographic Society Clr<;Tued tllllt tile newly cre"ted
>illU$tr~tion aid not violate the Greenbergs' copyright- and "that even if
>thes~ imilg~s reflect COpyr;JgJlted material, rnt e use constitutes "fair uS~",

>
>Jud'JI't Lene rd found that th/2 illustrations "improp~r1y infrin<;1ec1 the

mailb0x;/Pow.r%20HOJ
Sys1i!m%20Fold"r/P fQ(QfliinCIilS!
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>photographs at issue, and that the doctrine of fair Use is not applicable
>to t~ese facts."
> '

>The court took into consideration the four nonexclusive factors to be
>COnsidered when determining whether the fair use doctrine applies end
>ooncluded, "that ne: ther the GeOPack product nor the aesot: Project poster
>qualify as fair use."
»
>The four factors are:

>1 • the purpose and char"cter of the use, inCluding whether SUCll use is of
>a commercial na ture or is for nonpro£i t educa tion"l purposeer
>2 - the Ilature of the copyrighted work:

>3 • the amount and subst"ntiality of the portion used in relation to the
>copyrigh/:ed work as a whOle; lInd

>4 . the effect of the use upon tile potential market for or value of the
>copyrigh/:ed work.
>

>The courts detailed presentation of the facts related to e"ch of these
>points should be useful to others faced with a "fair use" claim by any
>organization, <!Ind part,icularly M'tional Geographic.
>

>Counts three "nd four in the Greenberg's C"se are not a part of th:is
>decision and de<!ll t w: th tlle use of the Greenbergs copyrighted images in the
>"108 Years of National Geographic on CD-RON". Earlier in the proc/i;",dil'lgs
>l"wye,rs for Nation,'l Geographic iU'gued that the "Tasini" ceci s i on in the
>Southern District of New York confirmed their right to make uses in the
>"108 Years" project wi thcut compens<lI ting photographers in ally way. The
>Greenberg-' s argued tha t: "T"slni" should have no bearing on their case
>-b"c<!Iuse that decision was being appealed.
>-

>On this point the jUdge <!Igreed with National Geographic and issued a
>pdrtial summllry judgment on the two counts. Th lJ,9 , the arguments relating
»Eo the U,ge of the Greenberg's images in the "108 Ye"rs" project I,.ere never
>heard. The Greenbergs have the option to appeal thllt decision of the judge.>

>-01'1'1 arguments for tile appeal of the "Ta8ini" decision have been hei'ird in
>the New York Appe"ls court and all parties are presently waiting for the
>judge's rUling in thllt Csse. The reSUlts of that case could affect the
>Greenberg'S Ultimate deCision.
>
»irim Picket'ell
>Selling Stack
)

>ww~.P:ickphoto.comlsso
>j :im@chd. com
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I QUINN EMANUEL URQt1HART
OLIVER & HEDGES, LLP

2 Samuel B. Shepherd(BarNo. 163564)
Diane C. Hutnyan(Bar No. 190081)

3 2479 East BayshoreRoad, Suite 820
Palo Alto, California 94303

4 (650) 494-3900

S Attorneys for Plaintiff
Minden Pictures, Inc.

JP~/. 'CPMPLAINT

Dt:MAND FOR JURY TRIAL

..~

SAN lOSE DIVISION

~1~6rl
CASENO. '"

ft·;tV

UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA

Phunliff.

Defendants.

v,

"

MINDEN PICTURES, INC., a California
corporation,

)
)
)
)
)

~
NATIONAL GEOGRAPHIC SOCIETY, a )
Districtof Columblaccrporation, NAT'ONAL »
GEOGRAPHIC V~NrURES, INC., It Delaware
corporation, and NATIONAL GEOGRAPHIC )
INTERACTIVE, INC" acorporation, and DOES )
1-10, inclusive, )

)
)
)

I. Plaintiff MindenPictures, Inc. is a California corporation with its principal place

of business at 783 Rio Del Mar Blvd., Ste. 9-11, Aptos, California 95003, in Santa Cruz County.

COMPLAINT, DEMAND PORJURY TRIAL

•
MindenPictures, Inc. ("Minden Pictures") is an agency which represents and manages the stock

photography businessofprofessional photographers. Minden Pictures hasdeveloped a

flillUllltllll1 ltS bl1l111f UII IttOlt 111'011'11 .loekpholD Rlilenel.s which rlpt•••nl. 1t\1IT1~ftr'lh....."ritl'seadlng nature photographers.

THEPARTIJ<:S
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2. Defendant National Geographic ~oeiety (hereinafter "NGS") is a District of

2 Columbia corporation with its principal place of'business at 1145 17th Street, NW, Washington,
I

3 DC 20036. NGS is engaged in the business of publishingmagazines,books, calendars, posters
,

4 and other publications. NOS also subsidizes research and exploration. The most well known

5 publication ofNGS is its magazine, "National Geographic" (hereinafter, "NGM").

6 3. Upon informationand belief, Defendant National Geographic Ventures

7 (hereinafter "NGV") is a Delaware corporationrwhose principal place of business is at 1145 17th

8 Street,NW, Washington, DC 20036. UpOIl information and belief, NGV is engaged in the

9 business of producing and sellingmaps, television programs, videos, and interactiveproducts

10 and programming, such as CD-Roms.

11 4. Upon information and belief, Defendant National Geographic Interactive,

12 (hereinafter, "NGl") is the electronic publishing division, and a wholly owned subsidiary, of

13 NGS. Plaintiff is informed and believes that l'iGrproducesNGS' website and a collection of

14 "edu-tational" CD-Roms which are marketed and sold internationally.

15

16

17 5.

JURISDICTION AND VENUE
i

This court has subject matter jurisdiction over this actionpursuant to 28 U.S.C.

18 § 1338 (a) as this case arises under the UnitedStates Copyright Act, 17 U.S.C. § § 101, et seq.

19

20

21

6. Venue is proper in this districtpursuantto 28 U.S.C. § 1400(a)

GENERAL ALLEGATIONS

22 7. Minden Pictures is a well-known stock photographyagencyspecializingin high-
,

23 qualitynature photography. Minden Pictures represents several photographers in theproduction,

24 marketing and sale of high-qualitynatureimages.. ;

25 8. Since 1987, MindenPictures h~s been doing business, andhas entered into several. '"

26 agreements, with NGS. During that time, NQS hasalso entered into several agreements with

27 Minden Pictures' photographers involving the'commission of photographic works forparticular
,

28 assignments to be published in NGM and/or otherNGS products. Other agreements involve the

COMPLAINT, DEMAND FORJURYTRIAL -2- .
i ,.(
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license ofstock photographs from Minden Pictures, forpublication in NGM and/orotherNGS

2 products and publications.

3 9.' Althougheach of the agreements between the parties place clear restrictions upon

4 NGS' future use, reproduction, distribution, and assignment or transfer of the photographic works

5 - in many cases banning any such uses in the future altogether - Plaintiff is informed and

6 believes that NGS has on several occasions re-used, reproduced, distributed or assigned the

7 photographs anyway, withoutObtaining MindenPictures' or the individual photographers'

8 permission or abiding by other of its contractual obligations, such as paying for the use. In at

9 least three cases, Plaintiff is informed and believes that these infringinguses have involved the

10 unauthorized reproduction ofMindenPictures' photographs onto commerciallydistributed CD·

II Rom products: "108 Years of NationalGeographic," "109 Years of National Geographic," and

12 "110 Years of National Geographic."

13 10. Plaintiff is informed and believed that in many instances,NGS has used,

14 distributed or assigned the use ofMindenPictures' photographs which were never licensed to it

15 in the first place.

16 11. These unauthorized uses of photographs by NOS and the other Defendants

17 deprive Minden Pictures ofsubstantialrevenue.

18

19

20

21.

COUNT 1

BREACH OF WRITTEN CONTRACT

(Against NGS)

22

24

12. . Plaintiffrealleges each and everyallegation set forth in Paragraphs I through II,

23 inclusive, and incorporates them herein by this reference,

13. Over the past twenty years, NOS hascommissioned photographic works from

25 MindenPictures' photographers for particular uses.in NGM and/or other NGS publications

26 (" assignment contracts"). Allhoughthere is some~ariation in the exact tenus of the assignment

27 contracts, they all contain restrictions on NOS' future use, reproduction and distribution, of the

28 ..'

;0305116742 I COMPLAINT. DEMAND FOl'.JUl'.Y TRIAL
r
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1 photographic works. Each of the operative agreements contain a term providing for additional

2 fee payment for certain uses.

1 14. Over the last several years. NOS and Minden Pictures have entered intoseveral

4 agreements by whichNOS has licensed the use of stock photographs from Minden Pictures and

S MindenPictures' photographers ("stock licenses").

6 15. Although there is some variation in the exact termsof these agreements, they all

50305/1674 .1

1 contain restrictions on NOS' future \l6e, reproduction and distribution, of the photographic works.

8 Onerepresentativeterm is "No secondary tights whatsoever are grantedor implied, unless

9 licensed by Minden Pictures... , All otheruses will be separately negotiated with Minden

10 Pictures." Each of the stock licenscllnclullc a Uq!1ldated damages provision specifying that the

11 recipient will pay, for el\Ch unauthorized USC, two Of three times the normal fee for lise.

12 16. Plaintjff is informed and believestiiat the unauthorized use provisions and the

13 payment for unauthorized uses were both agreed to by NOS and were reasonable under the

14 circumstances al they existed at the time ofthe contract.

l' 17. Several of the stock ll¢ellsca required NGS to "provide copyrightprotection on aU

'6 use and assign same to (Mlllden Pictures photographers) immediately upon request,wllholl4

17 charge."

18 18. Plalntiffha~ performed all conditions, covenants and promises required on lis piut

19 to be performed in accordance with the stock licenses, except those which it was prevented or

20 legallyexcused from performlngbecauseof the acts or omissions of NOS.

21 19.. Ptalntlff la lnformedand believes Ihat NOS has repeatedlybreached, and

22 continues to breach the written assignment contracts and stock licenses by using Minden Pictures'

23 photographic works In interactive products (i11~lu4~g but not limited to CD-Rom collections),

24 promotional materials, and editorial publications, withoutauthorization from Minden Pictures or

25 Minden Pictures' photographers, In addition, Plaintiff is informed and believes that NGS has

26 r,p'lItedl~ 1:or.a~h.d and ~"ntinu.. to breach the w~;itlen euianmcnl ~Qntraotl IIIId Il0CK lie8ne"

27 by allowing NOV and NOl to reproduce and distribute certain of the Subject Works.

28

COMPLAINT. DEMAND PORJURY TRJAL



1 20. Althlluih1'1aintiffhas made demand that NOS comply with the contractual tertns,

2 NOS has failed, and refuses, to pay to Plaintiff, the liquidated damages required under the

3 expre•• terrns of tho oontracts between the parties or otherwise to oomply with the contract9.

.. 21. Plaintiffis informed andbelieves thatNOS has further breached the stock licenses

S by notobtainingcopyright protection for images asrequired.

Ii 22. Plaintiffhas beendamage4by such breaches of the contracts between the parties.

7

8

9

to

.. ,
,OUNTI

,COP¥IIGQ.T INFRINGEMENT

(4••-. All Defr.ltdants)

11 23. Plaintiffrealleges eac_ nn4 overy allOllltlion sel forth in Paragraphs I through 22,

}) inclusive, arid incorporates themherolll by!llis referenco.

IJ 24. Thephotographs at Issllo III this 8uil ("Subject Works") contain matertal wholly

·14 original with the Plailltifft!lat is copyrightable sllbjecl matter under the laws of the United States.

15 25. PPreach of the Subject Works, Plaintiffapplied to theRegister of Copyrights for

16 aCertificate of'Registratiou, Suchcertificates were issue by theRegister of Copyrights, or lifO

11 pending, as to all Subject Works,

18 26, Plaintiffi! the contractual representative of Minden Pictures' photographers who

19 currently are, and at all relevant timea have been, t4e soleproprietors of all right, title and Interest

20 in and to the copyright in the Subject Works, with the exception of rights expressly granted to

21 NOS by contract. Plaintiffhas produced anddistributed the photographs atissue in strict

22 conformity with theprovisions of the Copyright Act of 1976 andall other laws governing

23 copyright.
,

24 27. Use of the subject works byNGS, NOV andNGI (collectively, "Defendants"), by

25 anyand all uses which are beyond the scope ofthe .assignment contracts and stock licenses

26 entered into by NGS and Minden Plctures' photoar~phen and Minde~ Pi~lur.llienerall;;,

27 constitute acts of copyright infringement byDefendants under 17U.S.C. § 101 ~ ~.

~"""llm 'I ;ttl ~""\'lM'#""N,'.~\I'lllilPflil1l1.d lind wlijif\l\lhlll1l1elo Illflil1l1' Pl~II1Ilf1'1 ent'lt'tlahl. III Ill1d

.'
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relating to the Subject Works by producing, distributing. and placing upon the market products

2 which arc direct copies, as well as allowing NOV and NO! to produce, distribute and place on the

3 market products which are direct copies, of Plaintiffs copyrighted Subject Works.

4 28. Plaintiffis entitled to an injunction restraining Defendants, their officers, agents

5 and employees, and all persons acting in concert with them, from engaging in any further such

6 acts ill violation of the copyright laws.

7 29. Plaintiff is further entitled to recover from Defendants the damages, including

8 attorneys' fees, it has sustained and will sustain, and any profits and revenues obtained by

9 Defendants as a result of Defendants' acts of infringement alleged above. At present, the amount,
10 of su~h damages, gains, profits and advantages cannot be fully ascertained by Plaintiff,

II

12 COUNT 3

13 COMMON LAW MISAPPROPRIATION

14 (Agablst All Defendants)

15 30. Plaintiff'realleges each and every allegation set forth in Paragraphs 1 through 29,

16 inclusive, and incorporatesthem herein bythis reference.

·11 31. Plaintiff hIlS made a substanua! investment of time, effort and money over many

18 years in creating the goodwill associated with, and public recognition of, its photographs.

19 32. By utilizing the Subject Works without authorization, payment and/or proper

20 credit, Defendants have appropriated Plaintiffs goodwill and reputation without any payment,

21 consideration, or consent and are unjustly reaping the benefit of Plaintiffs cppyrighted works,

22 33. Defendants' conduct has caused great and irreparable damage to Minden Pictures

23 and Defendants' continued misappropriation wlll c~use Plaintiff further damage unless

24 Defendants are restrained and enjoined from any further unauthorized use of the Subject Works,

25 11/1

26 1///
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relating to the Subject Works by producing, distributing, and placing upon the market products.

2 which arc direct copies, as well as allowing NGV and NGI to produce, distribute and place on the

3 market products which are direct copies, of Plaintiff's copyrighted Subject Works.

4 28. Plaintiff is entitled to an injunction restraining Defendants, their officers, agents

5 and employees, and all persons acting in concert with them, from engaging ill any further such

6 acts ill violation of the copyright laws.

7 29. PJaintiffis further entitled to recover from Defendants the damages, including

8 attorneys' fees, it has sustained and will sustain, and any profits and revenues obtained by

9 Defendants as a result ofDefendants' acts of infringement alleged above. At present, the amount,

10 of su~h damages, gains, profits and advantages cannot be fully ascertained by Plaintiff.

II

12 COUNT 3

13 COMMON LAW MISAPPROPRIATION

14 (Against AU Defendants)

IS 30. Plaintiff'realleges each and every allegation set forth in Paragraphs 1 through 29,

16 inclusive, and Incorpcrereejhem herein bythis reference.

17 31. Plaintiff has made a substantial investment of lime, effort and money over many

18 years in creating the goodwill associated with, and public recognition of, its photographs.

19 32. By utilizing the Subject Works without authorization, payment and/or proper

20 credit, Defendants have appropriated Plaintiff's goodwill and reputation without any payment,

21 consideration, or consent and are unjustly reaping the benefit of Plaintiff's copyrighted works.

22 33. Defendants' conduct has caused great and irreparable damage to Minden Pictures

23 and Defendants' continued misappropriation will cause Plaintiff further dal~age unless

24 Defendants are restrained and enjoined from any further unauthorized use of'the Subject Works.

25 fill

26 III!



COUNT4

2 STATUTORY AND COMMON LAW UNFAIR COMPETITION

3 (Against All Defendants)

4 34. Plaintiffrealleges each and every allegation set forth in Paragraphs 1 through 33,

5 inclusive, and incorporates them herein by this reference.

6 35. By reason of the foregoing, Defendants have been, and are, engaged in "unlawful,

7 unfair or fraudulent business practices" in violation of §§17200 et seq. of the California

8 Business and Professions Code and acts of unfaircompetition in violation of common law.

9 36. Defendants' acts complained of hereinhave damaged and will continue to damage

10 Plaintiff irreparably. Plaintiff has no adequate remedyat law for these wrongs and injuries. The

11 damage to Plaintiff includes harm to its goodwill and reputation in the marketplace that money

12 cannot compensate.

13

14 PRAYER FORRELlEF

15 'WHEREFORE, Plaintiff, by and through its attorneys,respectfully pray that this

16 honorable cow"! render a judgment in its favoragainst the Defendants herein, granting the

17 fo llowing relief:

18

21 enforceable;

22 2.

23 3.

24

25

L

19

20

26

1.

4.

MTO COUNT 1

A determination that the assignment contracts and stock licenses are valid and

A determination that NGS has breached the written contractsof the parties;

An award of damages for Defendants' multiple breaches of the contract;

AS TO COUNT 2

A determination that Defendants have improperlyand unlawfulty infringed upon



1 I
I

5. The entryofa judgment in favor of Plaintiffagainst Defendants for actual

2 damages and for any profits attributable to the infringement of Plaintiff's copyrightsand

3 proprietary rights and interests;

4 6, An order requiringDefendants to account for all gains, profits, advantages and

5 revenues derived from the infringements of the SUbject Works, and to be derived therefrom in

6 the future;

7 7. An order requiring that all gains, profits, advantages and revenues derived from

8 the infringements of the Subject Worksbe deemed to be held in a constructive trust for the

9 benefit of Plaintiff;

10 8. An order requiringDefendants to disgorge all gains, profits, advantages and

11 revenuesderived from the infringements of the Subject Works;

12

13

14 9.

M.:rQ COUNT 3

A preliminary and permanent injunction restraining and enjoining Defendants and

15 their agents, servants, and employees and all persons acting thereunder, in concert with, or on

16 their behalf, from wrongfully using the SUbject Works in connectionwith the promotion,

17 advertisement, production, distribution or sale ofNGM or other NGS products,

18 10.' An accounting of the profits gained by Defendants through theirwrongful uses of

19 the Subject Works;

20 11. The impositionof a constructive trust in favor of Plaintiff on all profits obtained

21 from Defendants' misappropriation of the SubjectWorks;

22 12. An awardof punitive damages in an amount sufficient to punish Defendants and

23 deter such conduct in the future,

24

25

.1

AS TO COUNT 4

\ II

1 ~ A ... •••J iniu . trestrainina and enjoining Defendants and



-~ -~ -~---~-----------------

j 25
i

i i ~< ..,
AS TO COUNT 4

. iniu .•' .restraininz and enjoining Defendants and

14. An accounting of theprofits gained by Defendants through theirwrongful uses of

2 the Subject Works;

4

5

6

15.

16.

An award of Defendants' unjust profits and Plaintiff's lost profits.

AS TO ALL COUNTS

An order requiring the award of damages in favor of Plaintiff to include costs,

7 interest and attorneys fees to the extent permissible under applicable law;

8 17. Such otherand further reliefas this courtdeems appropriate and lawful under the

9 circumstances.

10

11 DATED: December 29, 1999

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

. 27

QUINN EMANUEL URQUHART OLNER
& HEDGES, LLP

BY.~~&ianet:HUtIiY I.

Attorneys for Plaintiff
Minden Pictures, Inc.

.
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J IRe•. 10/93' summons in a CIvil Action
:

RETURN OF SERVICE

f the(u.mmons and Complaint was made by me 1
DATE

service

NAME OFSE VER (PRIN7) TITLE
,

Chack oiiTb x below to Indicate appropriate method of service

1

CJ! erved personally upon the defendant. Place where served:
I
,

0, eft copies thereof at tha defendant's dwelling house or usual place of abode with a person of suitable age and

!
iscretion then residing therein.
ame of person with whom the summons and complaintwere left:

i
0' eturned unexecuted:

I

,
0; thor (specify);

!

i
STATEMeNT OF SERVICE FEES

TRAVEL! I SERVICES ITOTAL
:

, DECLARATION OF SERVER,-
!
•,

, declare under penalty of perjury under the laws of the United Stated of America that the foregoing
Inrorln tlon contained In the Return of Service and Statement of Service Fees is true and correct.,

J

Execu ed on
Dete Signeture of Server

,,,

Addre•.s of Server

,

. -
,

.
, ..
,,
,

,

I
,

" .... \owh~ n y urv. _ .ummct"e ••e Rule .. 0' tho P'"d.r.' RulelJ of Civil Procedure.

I
..

Ir



AO 440 (Rev. 10/93) Summons In a Clvi[A'1l10n

United States Olatriet Court

MINomN P!CTUR~S, INC" a Cal!fornia
eMporae.ion

SUMMONS IN A CIVIL ACTIOti

v. ,~
" 'f

NATIO~AL GEOGRAPHIC SOCIETY, a Distr~ of
ColumPia Corp., NATIONAL GEOGRAPHIC
VENTU~ES, JNC., a Delaware Corp., NATION~

GEOG~PHIC INTERACTIVE, INC., a corp.

CASlE NUMBlER:

, 0',\ "~ ,.i.I :L·i,) I'""" V i;, ~ 26"
""

lQ:'r {Narn8~~anCt addres's of'defendiln$}" I

NATIONAL ~EOGRAPHIC SOCIETY, a pistriot of Columbia Corporation, NATIONAL
(lEOIJMPHIC VENTURES, INC." a pe}aware Co+pont!on , NATIONAL GEOGRAPHIC
tNT,~~~TI~E, INC., q corpqratio~, an4 POEa ~ • la, inclusive

, . ',. , \ 'I

YQlIWftlliREBY S~.""()~DCln4 rllqulrt)(! to teNt! \fon pt,AIQ;lfF'$ ~TTQRNEY (nomeandaddress)

Samuel S. 6hepherd, Esq.
Diane Q. Hutnyan, Esq.
QUINN EMANUEL URQUHART OLIVER & HEDGES. LLP
~~79 Eaet Bayshore RoaQ, ~uite ~20

Palo Alto, Ca;Lifornia 94303 '
Tel, (6$0) 4g4-3jlOO
Fax I (650) 494-3\l2a

an Clnllwar to tlul complaint which 1$ herewith Served upon you, wlthip tw,n~Y 12 0 I , dClYSl!fter
$erville of this summons upon y04, axc~sive of the d&y Clf aervlce. If you fClil~, ~o so, jUd~ment by default will be 'liken
a9aillst you for the relief demanded III the complalnt, You must also fila YOllr answer with the Clerk of tills Court withln II

. rflllsonllbl, period of time after servlce. '

RJCHARD W. W/EKING DEC Z$ ISH

i"ihjiliir4 'F!lZA;nlll""!I'!!"",-------------

~4f%t~ .~~hq
(BY) DEPUTY CLERK '.

AO·440
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May 4, l'~ij

Jerry Greenberg
Fax 1-305-667-3572

Dear Jerry:

Thanks for thc brief intro to your position with NGS.

Mine is that we represent Frans Lanting, Jim Brandenburg, Mark Moffett, Flip Nicklin,
Mitsuaki Iwago, Fred Bavcndam, Michio Hoshino and others and between thcm we
probably have 1500 pictures in the CD Rom. Hence, ['m interested in seeing how that
goes.

However, what is perhaps even of greater interest are any non-CD unauthorized uses you
may be pursuing or may have pursued in the past. Despite repeated warnings to NGS over
unauthorized uses they continue to do so. Just since the beginning of the year, we have
come across a. t infringements which include: 2 images in a NGS TV kid's video
brochure, 2 images in an NGS Book Division brochure, 1 image on a peel and stick label
which is part ofa book promo package, 1 image on a World Magazine bookmark and
morc as wcll. ....We have had similar situations for years but in thc past have always
"legitimized" such infringements by granting a license retroactively, I'm now ready to
consider litigation and have heard your name mentioned on several occasions in the
context ofsuccessful litigation against NGS.

l Iook forward to speaking with you more.

Larry Minden

e31
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When Chris here in the office sent it to me, I thought for sure it w
spoof. But no - it's for real. NGS' educational products now include /
swimsuit issue. Where is the world going....
For those I haven't yet notified, please note the new address and
contact numbers below.
Best,

--
Larry Minden
Minden Pictures
558 Main Street
Watsonville, CA 95076 USA

larry@mindenpictures.com
www.mindenpictures.com

tel. 831 .761-3600
fax 831 .761-3233

,

1

I

-~



Subj:
Date:
From:
To:

NGS
Tuesday, June 4, 2002 7:14:06 PM
larry@mindenpictures.com
lulukiku@aol.com

NORAvVJ DA'" \S

Hi Jerry & Idaz:
I've been tracking your progress from afar and have my fingers crossed
in the hopes that all turns out well. You've certaainly prepared
yourselves properly and fought a hard, well thought out battle. Recent
news even sounds like the judge is tired of NGS' antics.
Hoping for and wishing you the best.
Sincerely,

Larry Minden
Minden Pictures
783 Rio del Mar Blvd. #9-11
Aptos, CA 95003 USA

larry@mindenpictures.com
www.mindenpictures.com

tel. 831.685.1911
fax 831.685.1913

-------- Headers -----------------
Return-Path: <Iarry@mindenpictures.com>
Received: from rly-xj04.mx.aol.com (rly-xj04.mail.aol.com [172.20.116.41]) by air
xj03.mail.aol.com (v86.11) with ESMTP id MAILlNXJ32-0604191406; Tue, 04 Jun 2002 19:14:06 _
0400
Received: from philotas.hosting. pacbell.net (philotas.hosting.pacbell.net [216.100.99.24]) by rly
xj04.mx.aol.com (v86_r1.12) with ESMTP id MAILRELAYINXJ44-0604191401; Tue, 04 Jun 2002
19:14:01 -0400
Received: from mindenpictures.com (adsl-66-121-139-234.dsl.snfc21.pacbell.net
[66.121.139.234])

by philotas.hosting.pacbell.net
id TAA03835; Tue, 4 Jun 2002 19:14:00 -0400 (EDT)
[ConcentricHost SMTP Relay 1.14]

Errors-To: <Iarry@mindenpictures.com>
Message-ID: <3CFD49D5. E74D5124@mindenpictures.com>
Date: Tue, 04 Jun 2002 16:14:29 -0700
From: Larry Minden <Iarry@mindenpictures.com>
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Salurday, June 26, 1SSS Fwd: a.ographlo Qullly 01 Copyrlghl
Infringemllnl

>phoeographs ac issue, and chat the doct~ine of lair use is not applicable
>to these f~cts,"
>

>The court cook into consideration the four nonexclusive factors to be
>considered when determining whether the fair use doctrine applies and
>ooncluded, "that nei ther the GeoPaok product nor the JaSOn Project poster
>qualify as fair use."
»

>The four f~ctors are:

>1 . the purpose "no char"cter of the use, including whether SUC}l use is of
>a commercial nature or is for nonprofit educational ptll:poses;
>2 . the ll~ttlre of the copyrighted work;
>3 • the ~mount and SUbstantiality of the portion used in relation to the
>copyright:ed work a,9 a whole; and
>4 • the effect of the use upon the potential market for or value of the
>copyrighted work.
>

>The courcs det<liled presentation of the fiJlcts l"elated to each of these
>points should be useful to othe~-,5 faced wi th a "fair use" claim by iJlny
>organizat:ion, and part.icularly N,.tiOlliJll ceoareptu a.
>

>Counts three and lour in the Greenberg's Case are not a p~rt of this
>decision ~nd dealt with the use of ehe Greenbergs copyrighted images in the
>"108 Ye~rs of Nation~l G"'ographic Oil CD'ROM". Earlier in the pL'oceedings
"l~"O'ers for Nation,.l Geographic argued that the "Tasini" cec i s ion in the
>Southern District oE New York confirmed their right to make uses in the
>"108 Yellrs" project Without compens,Hing photographp.rs ill ,,"y WiJly. The
>GreMberg"s ~rgued that "T,1Sini" should have no be"ring on their case
>b~clluse that decision was being appealed.
>

>On thi$ point the judge agreed with N~tional Geographic and issued a
>partial summ/lry judgment on the two counts. Thus, the al"gwnents rel"Ung
>to the use oE the Gr",enherg's images in the "108 Years" project l"ere never
>heard. The Greenbergs have the option to appeiJ.I tb"t aeci s i on of the judge,
>
>Or~l ~rgllmen ts for tile appeill of the "Tasini" decision have b",en heard in
>the New York Appeals court ~nd all parties are presently w"iting far the
>judge's ruling in thiJ.t case. The results of that case could affect the
>Graenberg's Ultimate deCision,
>
>Jim Pi cket'ell
>Selling Stock
)

>www.pickphoto.com.lsso
>jimlilchd.com

P.

....... - .. ~ - - -- ------ ----_. - ---- --- - _ .. ---
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For Information on Market Le~d E-mail & Fax Service~
Visit The STOCKI?HOTO Network Web Site => http;!!WW01.stQckphQ!'Q.noel.
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Date Signature of Server
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1) As to who may serve a summons see Rule 4 o'the Federal Rules of Civil Procedure.
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UNITED STAlES DISTRICT COURT

NORTHERNDISTRICT OF CALIFORNIA

1 QUlNNEMA.Nt.iBL uRQtJHART
OLIVER& HEDGES, LLP

2 SamuelB. Shepherd (BarNo. 163564)
Diane C. Hutnyan (BarNo. 190081)

3 2479 East BayshoreRoad, Suite 820
Palo Alto, California 94303

4 (650) 494-3900

5· Attorneys for Plaintiff
Minden Pictures, Inc.

DEC 2 9 19S9

JUN...:".

DJj:MAND FOR JURY TRIAL

COMPLAINT

Defendants.

Plaintiff,

v.

C
MINDENPICTURES, INC., a California

12 corporation,

14

~
)
)

~
)

15 NATIONAL GEOGRAPfllC SOCIETY, a )
District of Columbia corporation, NATJONAL »

16 GEOGRAPHIC VJ;<;NTURES, INC., If Delaware
corporation, and NATIONAL GEOGRAPHIC »)

17 INTERACTIVE, INC., a corporation, and DOES
1-10, inclusive, )

18 )
)

-------------.)

10

19

13

11

20

21

22 1.

THE PARTIES

PlaintiffMinden Pictures, Inc. is a California corporationwith its principal place

23 ofbusiness at 783 Rio Del Mar Blvd., Ste. 9-11, Aptos, California 95003, ill Santa Cruz County.
>

24 Minden Pictures, Inc. ("Minden Pictures") is an agencywhich representsand manages the stock

25 photography business ofprofessional photographers. Minden Pictures has developed a

26 Tllllutstllll1lts llllllllflhlllt111~t IllllllltiVII Millett "hillEl Illlllllllles wldch rllPtllSet1is Il1IlTlIIi' /ltth. wllIrltlls!, leading nature photographers.

28
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I 2. Defendant National Geographic Society (hereinafter "NGS") is a District of

2 Columbia corporation with Its principal place efbusiness at 1141 17th Street, NW, Washington,
;

3 DC 20036. NGS is engaged in the business of publishing magazines, books, calendars, posters

4 and other publications. NOS also subsidizes research and exploration. The most well known

5 publication ofNGS is its magazine, "National Geographic" (hereinafter, "NGM").

6 3. Upon information and belief, Defendant National Geographic Ventures

7 (hereinafter "NGV") is a Delaware corporation whose principal place ofbusiness is at 1145 17th

8 Street, NW, Washington, DC 20036. Upon information and belief, NGV is engaged in the

9 business ofproducing and selling maps, television programs, videos, and interactive products

10 and programming, such as CD-Roms.

II 4. Upon information and belief, Defendant National Geographic Interactive,

12 (hereinafter, "NGI") isthe electronic publishing division, and a wholly owned subsidiary, of

13 NGS. Plaintiff is informed and believes that NGI produces NGS' website and a collection of

14 "edu-tational" CD-Roms which are marketed and sold internationally.

15

16 JURISDICTION AND VENUE

17 5. This court has subject matter jurisdiction over this action pursuant to 28 U.S.C.

18 § 1338 (a) as this case arises under the United States Copyright Act, 17 U.S.C. §§ 101, et seq.

19 6. Venue is proper in this district pursuant to 28 U.S.C. § 1400 (a)

20

21 GENERAL ALLEGATIONS

22 7. Minden Pictures is a well-known stock photography agency specializing in high-

23 quality nature photography. Minden Pictures represents several photographers in the production,

24 marketing and sale of high-quality nature images. '.';

25 8. Since 1987, Minden Pictures has been doing business, and has entered into several

26 agreements, with NGS. During that time, NGS has .also entered into several agreements with

27 Minden Pictures' photographers involving the commission ofphotographic works for particular

28 assignments to be published in NGM and/or other 1\lGS products. Other agreements involve the

50305/16742.1 COMPLAINT. DEMANDFORJURY TRIAL -2-..,



1 license of stock photographs from Minden Pictures for publication in NGM and/or other NGS

2 products and publications,

3 9. Although each ofthe agreements between the parties place clear restrictions upon

4 NGS' future use, reproduction, distribution, and assignment or transfer of the photographic works

5 - in many cases banning any such uses in the future altogether - Plaintiff is informed and

6 believes that NGS has on several occasions re-used, reproduced, distributed or assigned the

7 photographs anyway, without obtaining Minden Pictures' or the individual photographers'

8 permission or abiding by other of its contractual obligations, such as paying for the use. In at

9 least three cases, Plaintiff is informed and believes that these infringing uses have involved the

10 unauthorized reproduction of Minden Pictures' photographs onto commercially distributed CD

11 Rom products: "108 Years ofNational Geographic," "109 Years ofNational Geographic," and

12 "110 Years ofNational Geographic."

13 10. Plaintiff is informed and believed that in many instances, NGS has used,

14 distributed or assigned the use of Minden Pictures' photographs which were never licensed to it

15 in the first place.

16 11. These unauthorized uses of photographs by NGS and the other Defendants

17 deprive Minden Pictures of substantial revenue.

18

19

20

21.

22 12.

COUNT 1

BREACH OF WRITTEN CONTRACT

(Against NGS)

Plaintiff realleges each and every allegation set forth in Paragraphs 1 through 11,

23 inclusive, and incorporates them herein by this reference,

24 13. Over the past twenty years, NGS has commissioned photographic works from

25 Minden Pictures' photographers for particular usesin NGM and/or other NGS publications

26 ("assignment contracts"). Although there is some r;ariationin the exact tenns of the assignment

27 contracts, they all contain restrictions on NGS' future use, reproduction and distribution, of the
L ~

28
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1 photographic works. Each ofthe operative agreementscontain a term providing for additional

2 fee payment for certain uses.

3 14. Over the last several years.NGS and MindenPictureshave entered into several

4 .agreements by which NGS has licensed the use of stock photographs from Minden Pictures and

S Minden Pictures' photographers ("stQCk ·licenses").

6 15. Althoughthere is some vllri3tion in the exact termsofthese agreements, they all

1 contain restrictions on NGS' future lise, reproductioa and distributioD, of the photographicworks.

$ One representativeterm is "No secondaryrights what~oever are granted or implied, unless

9 licensed by Minden Pictures... , AU otnet' uses will be separately negotiated with Minden

10 Pictures." Each of the stock licensesilWlu4e a Iiquida,ted damages provision specifying that the

II recipient will pay, for each unauthorizeduse, two or three times the normal fee for use.

12 16. Plaintiff is informed I\IId believes that the unauthorized use provisions and the

I) payment for unauthorizeduses were both agreed to by NGS and were reasonable under the

H circumstances as they existed at the time of the contract.

IS 17. Severaloftile stock li~ellses required NGS 10 "providecopyrightprotection On all

16 'use and assign same to [MindenPictures photographers1immediately upon request, without

17 charge."

18 18. Plaintiff'has performedall conditions,coveparits and promises requlred on its part
19 to be performed in accordance with the stock licenses, except those which it was prevented or

20 legallyexcused fromperformingbecause of the acts or omissions ofNGS.

21 19. Plaintiff is informed and believes that NGS has repeatedlybreached, and

22 continues to breach the written asslgnment contracts and stock licenses by using Minden Pictures'

23 photographic works in interactive products (inillumng but not limited to CD-Rom collections),
,I. "

24 promotionalmaterials, and editorialpublications, without authorization from Minden Pictures or

25 Minden Pictures' photographers. In addition,Plaintiff is informed and believes that NGS has

26 repeatedly breBllhed Bmillontinuee to breach the v.:#tten Blilaiilnment llonlnllte and stock licensee

27 by allowingNOV and NOl to reproduce and distribute certainofthe Subject Works.

28
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1 20. Although Plaintiff has made demand that NOS comply with the contractual terms,

2 NOS has failed, and refuses, to pay to Plaintiff, the liquidated damages required under the

3 express tenna of the contracts between the parties or otherwise to comply with the contraet~.

.. 21. Plaintiff is informed and believes that NGS has further breached the stock Ileenses

S by not obtaining copyright protection for images as required.

6 22. Plaintiff has been damsgedby such breaches of'the contracts between the parties.

,OUNI' I
l , .' "

COP¥'If''lIIT INFIIINGEMENT .

<.'....... AII ~ltauts) .

,;, ,

7

3

to

1, 23. plaintiff realleges each an4 overy al1081ltiol)c set forth in Paragraphs 1 through Zz,
, .. ,

U inclusive; and Incorporates ~elllherollJ by fIlisreferepce.

I.l 24. The photographs <it iSS\le in this suit (ltSubJflct Worka"}contain material wholly

14 original with the PlaiJltifft4at is popYtightllble sltbject matter under the laws of the United States.

15 25. Fpc each of the SllbJecl Works, Plaintiff applied to the Register ofCopyrights for

16 a Certificate ofRegistration, Such certificates were issue by the Register of Copyrights, or life

17 pending, as to 1111 Subject Works,

18 26. Plaintiff is the contractual representative of Minden Pictures' photographers who

19 currently are, and at all relevant times have been, the sole proprietors of 1111 right, title and interest

20 in and to the copyrIght In the Subject Works, with the exception ofrights expresaly granted to

21 NGS by contract. Plaintiff has produced and distributed the photographs atissue in strict

22 conformity with the provisions ofthe Copyright Act of 1976 and all other IllWS governing

23 copyright,
e

24 27. Use of the subject works by NGS, NGV and NGI (collectively, "Defendants"), by

25 any and all uses which are beyond the scope of the assignment contracts and stock licenses. . ~

26 entered into by NGS and Minden Pictures' photogr}lphers and Minden Piotures llIenerall;\"

27 constitute acts of copyright infringement by Defendants under 17 U.S.C. § 101 et seg.

•M.,ml~.lI.il ;JS. M.Iii~."••~_,.Mt~.lIl!«lt'floIn.edlIt1d wlq!fl!\ltllllllie tEllttfloll1l1fl t'hdntlrr~ 1l~l1wtlll!hls 11\ srid

'!



r
I relating to the Subject Works by producing, distributing, and placing upon the market products

2 which are direct copies, as well as allowing NGV and NGI to produce, distribute and place on the

3 market products which are direct copies, of Plaintiffs copyrighted Subject Works.

4 28. Plaintiff is entitled to an injunction restraining Defendants, their officers, agents

5 and employees, and all persons acting in concert with them, from engaging in any further such

6 acts in violation of the copyright laws.

7 29. Plaintiff is further entitled to recover from Defendants the damages, including

8 attorneys' fees, it has sustained and will sustain, and any profits and revenues obtained by

9 Defendants as a result of Defendants' acts of infringement alleged above. At present, the amount

10 of such damages, gains, profits and advantages cannot be fully ascertained by Plaintiff.

II

12

13

14

15 30.

COUNT 3

COMMON LAW MISAPPROPRIATION

(Agaius.t All Defendants)

Plaintiff'realleges each and every allegation set forth in Paragraphs I through 29,

16 inclusive, and incorporates them herein by this reference.

17 31. Plaintiff hils made a substantial investment oftime, effort and money over many

18 years in creating the goodwill associated with, and public recognition of, its photographs,

19 32. By utilizing the Subject Works without authorization, payment andlor proper

20 credit, Defendants have appropriated Plaintiffs goodwill and reputation without any payment,

21 consideration, or consent and are unjustly reaping the benefit of Plaintiffs copyrighted works.

22 33. Defendants' conduct has caused great and irreparable damage to Minden Pictures

23 and Defendants' continued misappropriation wili c~use Piaintiff further damage unless

24 Defendants are restrained and enjoined from any further unauthorized use otthe Subject Works.

25 1111

26 1111

27 1111
'J

28 1111
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I

2

3

4 34.

COUNT 4

STATUTORY AND COMMON LAW UNFAIR COMPETITION

(Against All Defendants)

Plaintiffrealleges each and every allegation set forth in Paragraphs 1 through 33,

5 inclusive, and incorporates them herein by this reference.

6 35. By reason of the foregoing, Defendants have been, and are, engaged in "unlawful,

7 unfair or fraudulent business practices" in violation of §§ 17200 et seq. of the California

8 Business and Professions Code and acts of unfair competition in violation of common law.

9 36. Defendants' acts complained ofherein have damaged and will continue to damage

10 Plaintiff irreparably. Plaintiff has no adequate remedy at law for these wrongs and injuries. The

II damage to Plaintiff includes harm to its goodwill and reputation in the marketplace that money

12 cannot compensate.

13

14 PRAYER FOR RELIEF

15 WHEREFORE, Plaintiff, by and through its attorneys, respectfully pray that this

16 honorable COUlt render a judgment in its favor against the Defendants herein, granting the

17 following relief:

18

19 AS TO COUNT 1

20 1. A determination that the assignment contracts and stock licenses are valid and

21 enforceable;

22

23

24

25

26

2.

3.

4.

A determination that NGS has breached the written contracts of the parties;

An award of damages for Defendants' multiple breaches of the contract;

AS TO COUNT 2

A determination that Defendants have improperly and unlawfully infringed upon

27 Plaintiffs copyrights in the Subject Works;

28
";
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I 14.

- -- - -- - - - - -------------,

An accounting of the profits gained by Defendauts through their wrongful uses of

2 the Subject Works;

3

4

5

6

15.

16.

An award of befendants' unjust profits and Plaintiff's lost profits,

AS TO ALL COUNTS

An order requiring the award of damages in favor of Plaintiff to include costs,

7 interest aud attorneys fees to the extent permissible under applicable law;

8 17. Such other and further relief as this court deems appropriate and lawful under the

9 circumstauces.

10

11 DATED: December 29, 1999 QUINN EMANUEL URQUHART OLNER
& HEDGES, LLP

12

13

By:~~Li4b14

15
ianec:~'

Attorneys for Plaintiff

16
Minden Pictures, Inc.

17

18

19

20

21

22

23

24

25

26

27

28

,
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I 5. The entry of a judgment in favor of Plaintiff against Defendants for actual

2 damages and for any profits attributable to the infringement of Plaintiffs copyrights and

3 proprietary rights and interests;

4 6. An order requiring Defendants to account for all gains, profits, advantages and

5 revenues derived from the infringements ofthe Subject Works, and to be derived therefrom in

6 the future;

7 7. An order requiring that all gains, profits, advantages and revenues derived from

8 the infringements of the Subject Works be deemed to be held in a constructive trust for the

9 benefit of Plaintiff;

10 8. An order requiring Defendants to disgorge all gains, profits, advantages and

II revenues derived from the infringements of the Subject Works;

12

13

14 9.

AS TO COUNT 3

A preliminary and permanent injunction restraining and enjoining Defendants and

15 their agents, servants, and employees and all persons acting thereunder, in concert with, or on

16 their behalf, from wrongfully using the Subject Works in connection with the promotion,

17 advertisement, production, distribution or sale ofNGM or other NGS products.

18 10. An accounting of the profits gained by Defendants through their wrongful uses of

'1

19 the Subject Works;

20 11. The imposition of a constructive trust in favor ofPlaintiff on all profits obtained

21 from Defendants' misappropriation ofthe Subject Works;

22 12. An award ofpunitive damages in an amount sufficient to punish Defendants and

23 deter such conduct in the future.

24

25

26 13.

AS TO COUNT 4

A preliminary and permanent injunction restraining and enjoining Defendants and

27 their agents, servants, employees, and all persons a~ting thereunder, in concert with, or on their

28 behalf, from wrongful use ofthe Subject Works;
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1

2

3

4

5

6

7

DEMAND FOR JURY TRIAL

Plaintiff Minden Pictures, Inc. demands ajury trial pursuant to Rule 38(b) of the Federal

Rules of Civil Procedure.

50305116742.1

8 DATED: December 29, 1999

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

COMPLAINT, DEMAND FOR JURY TRlAL

QUINN EMANUEL URQUHART OLIVER
& HEDGES, LLP

BY~~ut~~UItt-
Attorneys for Plaintiff
Minden Pictures, Inc.

-10-


