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e Chdirman and Members of the Subcommittee:
I appréciaté the‘oppoftunity of a?peaf?ng before. the Subcommittee wifh
fegdrd‘to cbr+afn patent aspects of HR 12112, which amends the Federal
: Nqnnuc}ear Energy Research and Deve}opmeht Act of ]974 by'adding_a_seétibn- i
on Loan Guarhnbees for Demonstration Facilities.
The Socisty of University Patent Administrators (SUPA) of which‘I_am
the Prééfdeﬂﬁ,,€s a'fecent1y established organization.whose purposes as
stateéjfﬁiiﬁélﬁfﬁiﬁies of Incorporation are:

_“EQ“ To-functien as a nonprofit professionai and educational society;

U.F

‘”2,._fo.a sis } dm1ﬁ13trators of patent and copyrighl programs at
insiétu%?hnz cf-higher learning in the licensing of techn01ogy and n

:;Frj fécQ]ty, research personnel and students to produce inVentioné;
"3,  f§féD0§5 até wfth other organizations having purposes related to
“the adféggdaga* o}.che'intéresfs of 1n§titution5'of higher 1earﬁing in
pareniS'aﬁg- f r1gh |

”4f a?ﬁ_maL ﬂobrcpr1ate recommenddt1ons for the purpose of assur1ng

effective t?aﬁéfér-to the pub11c of the fruits of inventiveness and titerary

creativeness, o h o




-2-

Since the,]fke?ihood of a'university availing itse?f of a ioaﬁ undef
HR 12112 s very slim although not neceséari]y out of the question, my
primavy objettive_iﬁ appearing before you today is the fourth purpose
stated above for which SUPA was organized.

My main concern is with Section 18(y) of HR 12112 which subjects
inventions, made or Conéeived in the course of or under a guakantee, to
the title and waivéﬁ requirements and conditions of Section 9 of the basic
Federal Nonnuclear Energy Research and Development Act of 1974. My concerhu
is réinforced hy the manner in which the Energy Research and Development:
Aum1n1otrauion has 1nturpreted the Act. |

There are two principal reasons for my -concern, The firsﬁ of these ié
equity;- The Segdnd is the public interest. | | | | |

From.thé sténdpoint of equity, one might use an analogy. . A pa%ent is
fésued by {He Gévernmentﬁ A fishing license is also iséued By a gqvernment.,
rer nt‘government ﬁo be sure). But a fishing license is ho guarantee
that ény..l h wi EE ba caught. The fisherman may.have fished the wrong
Streamd”df Lsed_ he wrong bait or tackie, or he may be JUSt an 1nc0mpetenu
fishermén.;_Tz somewnat TTke.Tash1on, the 1ssuance30f a patent is no guaraﬁté
that an éﬁventioﬁ_wii]_be-usédg or that a product or process that embodies
the .HVQHL1UH wiil be de9e1oped to the point of éommertfa1,uti]izatiohg Qf

(o)

that a u51ng pub?:g m111 want it.  All of these activities, beyond the

noint Qf p

,g,

Ltniﬁng, requ1re ingenuity, energy and skill. A patent doesn't

agrant'thesg_aﬁthjbﬁzes any more than a fishing license does. |
?hé_f&ndéﬁeﬁtaf bfinéipTe underlying Section 9 of the basic Act and

the impfgmaﬂc1w] FQun rogulat1ons apuears to be tha the Government should

have tit%e_tq- ?l 1nveﬂt1ons and patents made under ERDA . contracts - To be

'“?;pray151ons for waiveprs,but waivers are time consumlng; costly.

and sometimss impossible to ebtain. - If obtained, waivers include onercus




mayrch-in and cqmpmisqry ficensing cohditions.' For an energy.prog?am,

a wai?er of title to a patent by the Government is pretty worthless if

the Géverhment can step in and require licensing becausé the patent_js
hecessa?a to ?g?F%?I eneragy heeds. When one considers all of the additional
steps that'must‘be taken after a pafent 1s§ues before the resufts can be
pﬁb?ic1y used, and these sfeps.are rarely paid Tor by the Government,

£

it is as 1f the

%)

ssuer of the Tishing ]ﬁcense.c1a1med all the fish that
were caugﬁf.' There 1s a basic inéquity.‘

| There is a much greater Tnequity if the Government claims the same
patent rights where it only guarantees a l1oan. Here the Government is
paying for nothing, except in the rare instanceiwhere there mjght'be a
defautt.,  A11. of the measures that must be taken for a successfuI enterprise
-Wi1]_be paid for by nongcvernmént funds, 1nc1uding recruiting and supporting
a staff thét'm*ght make inventions. If the organization invoTved'expecté

%0 and dows pay back its loan, obviously with interest, why should it grant

patent ri

s

1ht$'ﬁa the Government with whom it presumably does not have any

divect ralationship at all.
In addition to the matter of equity, there is the question of the public

he Constitution provided for patents because they are in the

. '
e |

[
ek

pub1€b intarest. ~But'the public interest will only be served if patented

inventions are developed and marketed to the point where they are avaiiable

i

for use. h;a.jarge majority of cases, this means that the organization

.ihat dévefqﬁﬁnéﬁd mafkets an invention needs-to have some assurance, such'as
iitie or dﬁ.ékéiﬁsﬁye Ticense, for some reasonable period of time, so that
others ﬁi}?jﬁgﬁ:gtép in and'reap the fruits of its endeavors. Govérnment'
'owﬁershfp‘af.jﬁﬁentjgns rare?y‘pfovides this sort of'protectibn. The

problems with waivers have been discussed earlier. Fundamentally, what is

needad is.-enero

jfcé,ingenious and skillful development of an invention to




/.

the point of public use in a free market. Government ownership or control
over inventions will not provide the energy, ingenuity or skill that are
neaded,

ror reasons both of équity and of the public 1ntefest5 I would urge

deletion of Section 18 (r).




